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awarded by the Contractor during the con-
tract performance period, or a statement 
that no such subcontracts were awarded dur-
ing the contract performance period. 

(k) Facilities License. In addition to the 
rights of the parties with respect to inven-
tions or discoveries conceived or first actu-
ally reduced to practice in the course of or 
under this contract, the Contractor agrees to 
and does hereby grant to the Government an 
irrevocable, nonexclusive, paid-up license in 
and to any inventions or discoveries regard-
less of when conceived or actually reduced to 
practice or acquired by the contractor at any 
time through completion of this contract 
and which are incorporated or embodied in 
the construction of the facility or which are 
utilized in the operation of the facility or 
which cover articles, materials, or products 
manufactured at the facility (1) to practice 
or have practiced by or for the Government 
at the facility, and (2) to transfer such li-
cense with the transfer of that facility. Not-
withstanding the acceptance or exercise by 
the Government of these rights, the Govern-
ment may contest at any time the enforce-
ability, validity or scope of, or title to, any 
rights or patents herein licensed. 

(l) Classified inventions—(1) Approval for fil-
ing a foreign patent application. The Con-
tractor shall not file or cause to be filed an 
application or registration for a patent dis-
closing a subject invention related to classi-
fied subject matter in any country other 
than the United States without first obtain-
ing the written approval of the Contracting 
Officer. 

(2) Transmission of classified subject matter. 
If in accordance with this clause the Con-
tractor files a patent application in the 
United States disclosing a subject invention 
that is classified for reasons of security, the 
Contractor shall observe all applicable secu-
rity regulations covering the transmission of 
classified subject matter. If the Contractor 
transmits a patent application disclosing a 
classified subject invention to the United 
States Patent and Trademark Office 
(USPTO), the Contractor shall submit a sep-
arate letter to the USPTO identifying the 
contract or contracts by agency and agree-
ment number that require security classi-
fication markings to be placed on the patent 
application. 

(3) Inclusion of clause in subcontracts. The 
Contractor agrees to include the substance 
of this clause in subcontracts at any tier 
that cover or are likely to cover subject mat-
ter classified for reasons of security. 

(m) Patent functions. Upon the written re-
quest of the Contracting Officer or Patent 
Counsel, the Contractor agrees to make rea-
sonable efforts to support DOE in accom-
plishing patent-related functions for work 
arising out of the contract, including, but 
not limited to, the prosecution of patent ap-
plications, and the determination of ques-

tions of novelty, patentability, and 
inventorship. 

(n) Annual appraisal by Patent Counsel. Pat-
ent Counsel may conduct an annual ap-
praisal to evaluate the Contractor’s effec-
tiveness in identifying and protecting sub-
ject inventions in accordance with DOE pol-
icy. 

(End of clause) 

970.5227–12 Patent rights—manage-
ment and operating contracts, for- 
profit contractor, advance class 
waiver. 

Insert the following clause in solici-
tations and contracts in accordance 
with 970.2703–1(b)(3): 

PATENT RIGHTS—MANAGEMENT AND OPER-
ATING CONTRACTS, FOR-PROFIT CON-
TRACTOR, ADVANCE CLASS WAIVER (DEC 
2000) 

(a) Definitions. (1) DOE licensing regulations 
means the Department of Energy patent li-
censing regulations at 10 CFR Part 781. 

(2) DOE patent waiver regulations means the 
Department of Energy patent waiver regula-
tions at 10 CFR Part 784. 

(3) Exceptional Circumstance Subject Inven-
tion means any subject invention in a tech-
nical field or related to a task determined by 
the Department of Energy to be subject to 
an exceptional circumstance under 35 U.S.C. 
202(a)(ii), and in accordance with 37 CFR 
401.3(e). 

(4) Invention means any invention or dis-
covery which is or may be patentable or oth-
erwise protectable under title 35 of the 
United States Code, or any novel variety of 
plant which is or may be protected under the 
Plant Variety Protection Act (7 U.S.C. 2321, 
et seq.). 

(5) Made when used in relation to any in-
vention means the conception or first actual 
reduction to practice of such invention. 

(6) Patent Counsel means DOE Patent Coun-
sel assisting the contracting activity. 

(7) Practical application means to manufac-
ture, in the case of a composition or product; 
to practice, in the case of a process or meth-
od; or to operate, in the case of a machine or 
system; and, in each case, under such condi-
tions as to establish that the invention is 
being utilized and that its benefits are, to 
the extent permitted by law or Government 
regulations, available to the public on rea-
sonable terms. 

(8) Subject Invention means any invention 
of the contractor conceived or first actually 
reduced to practice in the course of or under 
this contract, provided that in the case of a 
variety of plant, the date of determination 
(as defined in section 41(d) of the Plant Vari-
ety Protection Act, 7 U.S.C. 2401(d)) shall 
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also occur during the period of contract per-
formance. 

(b) Allocation of Principal Rights—(1) Assign-
ment to the Government. Except to the extent 
that rights are retained by the Contractor by 
the granting of an advance class waiver pur-
suant to subparagraph (b)(2) of this clause or 
a determination of greater rights pursuant 
to subparagraph (b)(7) of this clause, the 
Contractor agrees to assign to the Govern-
ment the entire right, title, and interest 
throughout the world in and to each subject 
invention. 

(2) Advance class waiver of Government rights 
to the Contractor. DOE may grant to the Con-
tractor an advance class waiver of Govern-
ment rights in any or all subject inventions, 
at the time of execution of the contract, 
such that the Contractor may elect to retain 
the entire right, title and interest through-
out the world to such waived subject inven-
tions, in accordance with the terms and con-
ditions of the advance class waiver. Unless 
otherwise provided by the terms of the ad-
vance class waiver, any rights in a subject 
invention retained by the Contractor under 
an advance class waiver are subject to 35 
U.S.C. 203 and the provisions of this clause, 
including the Government license provided 
for in subparagraph (b)(3) of this clause, and 
any reservations and conditions deemed ap-
propriate by the Secretary of Energy or des-
ignee. 

(3) Government license. With respect to any 
subject invention to which the Contractor 
retains title, either under an advance class 
waiver pursuant to subparagraph (b)(2) or a 
determination of greater rights pursuant to 
subparagraph (b)(7) of this clause, the Gov-
ernment has a nonexclusive, nontransfer-
able, irrevocable, paid-up license to practice 
or have practiced for or on behalf of the 
United States the subject invention through-
out the world. 

(4) Foreign patent rights. If the Government 
has title to a subject invention and the Gov-
ernment decides against securing patent 
rights in a foreign country for the subject in-
vention, the Contractor may request such 
foreign patent rights from DOE, and DOE 
may grant the Contractor’s request, subject 
to 35 U.S.C. 203 and the provisions of this 
clause, including the Government license 
provided for in subparagraph (b)(3) of this 
clause, and any reservations and conditions 
deemed appropriate by the Secretary of En-
ergy or designee. 

(5) Exceptional circumstance subject inven-
tions. Except to the extent that rights are re-
tained by the Contractor by a determination 
of greater rights in accordance with subpara-
graph (b)(7) of this clause, the Contractor 
does not have the right to retain title to any 
exceptional circumstance subject inventions 
and agrees to assign to the Government the 
entire right, title, and interest, throughout 

the world, in and to any exceptional cir-
cumstance subject inventions. 

(i) Inventions within or relating to the fol-
lowing fields of technology are exceptional 
circumstance subject inventions: 

(A) Uranium enrichment technology; 
(B) Storage and disposal of civilian high- 

level nuclear waste and spent fuel tech-
nology; and 

(C) National security technologies classi-
fied or sensitive under Section 148 of the 
Atomic Energy Act (42 U.S.C. 2168). 

(ii) Inventions made under any agreement, 
contract or subcontract related to the fol-
lowing initiatives or programs are excep-
tional circumstance subject inventions: 

(A) DOE Steel Initiative and Metals Initia-
tive; 

(B) U.S. Advanced Battery Consortium; 
and 

(C) Any funding agreement which is funded 
in part by the Electric Power Research Insti-
tute (EPRI) or the Gas Research Institute 
(GRI). 

(iii) DOE reserves the right to unilaterally 
amend this contract to modify, by deletion 
or insertion, technical fields, programs, ini-
tiatives, and/or other classifications for the 
purpose of defining DOE exceptional cir-
cumstance subject inventions. 

(6) Treaties and international agreements. 
Any rights acquired by the Contractor in 
subject inventions are subject to any disposi-
tion of right, title, or interest in or to sub-
ject inventions provided for in treaties or 
international agreements identified at Ap-
pendix [Insert Reference], to this contract. 
DOE reserves the right to unilaterally 
amend this contract to identify specific trea-
ties or international agreements entered 
into or to be entered into by the Government 
after the effective date of this contract and 
to effectuate those license or other rights 
which are necessary for the Government to 
meet its obligations to foreign governments, 
their nationals and international organiza-
tions under such treaties or international 
agreements with respect to subject inven-
tions made after the date of the amendment. 

(7) Contractor request for greater rights. The 
Contractor may request greater rights in an 
identified subject invention, including an ex-
ceptional circumstance subject invention, to 
which the Contractor does not have the right 
to elect to retain title, in accordance with 
the DOE patent waiver regulations, by sub-
mitting such a request in writing to Patent 
Counsel with a copy to the Contracting Offi-
cer at the time the subject invention is first 
disclosed to DOE pursuant to subparagraph 
(c)(1) of this clause, or not later than eight 
(8) months after such disclosure, unless a 
longer period is authorized in writing by the 
Contracting Officer for good cause shown in 
writing by the Contractor. DOE may grant 
or refuse to grant such a request by the Con-
tractor. Unless otherwise provided in the 
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greater rights determination, any rights in a 
subject invention obtained by the Contractor 
under a determination of greater rights is 
subject to 35 U.S.C. 203 and the provisions of 
this clause, including the Government li-
cense provided for in subparagraph (b)(3) of 
this clause, and to any reservations and con-
ditions deemed appropriate by the Secretary 
of Energy or designee. 

(8) Contractor employee-inventor rights. If 
the Contractor does not elect to retain title 
to a subject invention or does not request 
greater rights in a subject invention, includ-
ing an exceptional circumstance subject in-
vention, to which the Contractor does not 
have the right to elect to retain title, a Con-
tractor employee-inventor, after consulta-
tion with the Contractor and with written 
authorization from the Contractor in accord-
ance with 10 CFR 784.9(b)(4), may request 
greater rights, including title, in the subject 
invention or the exceptional circumstance 
invention from DOE, and DOE may grant or 
refuse to grant such a request by the Con-
tractor employee-inventor. 

(9) Government assignment of rights in Gov-
ernment employees’ subject inventions. If a DOE 
employee is a joint inventor of a subject in-
vention to which the Contractor has rights, 
DOE may assign or refuse to assign any 
rights in the subject invention acquired by 
the Government from the DOE employee to 
the Contractor, consistent with 48 CFR 
27.304–1(d). Unless otherwise provided in the 
assignment, the rights assigned to the Con-
tractor are subject to the Government li-
cense provided for in subparagraph (b)(3) of 
this clause, and to any provision of this 
clause applicable to subject inventions in 
which rights are retained by the Contractor, 
and to any reservations and conditions 
deemed appropriate by the Secretary of En-
ergy or designee. The Contractor shall share 
royalties collected for the manufacture, use 
or sale of the subject invention with the DOE 
employee. 

(c) Subject invention disclosure, election of 
title, and filing of patent application by Con-
tractor—(1) Subject invention disclosure. The 
Contractor shall disclose each subject inven-
tion to Patent Counsel with a copy to the 
Contracting Officer within two (2) months 
after an inventor discloses it in writing to 
Contractor personnel responsible for patent 
matters or, if earlier, within six (6) months 
after the Contractor has knowledge of the 
subject invention, but in any event before 
any on sale, public use, or publication of the 
subject invention. The disclosure to DOE 
shall be in the form of a written report and 
shall include: 

(i) The contract number under which the 
subject invention was made; 

(ii) The inventor(s) of the subject inven-
tion; 

(iii) A description of the subject invention 
in sufficient technical detail to convey a 

clear understanding of the nature, purpose 
and operation of the subject invention, and 
of the physical, chemical, biological or elec-
trical characteristics of the subject inven-
tion, to the extent known by the Contractor 
at the time of the disclosure; 

(iv) The date and identification of any pub-
lication, on sale or public use of the inven-
tion; 

(v) The date and identification of any sub-
missions for publication of any manuscripts 
describing the invention, and a statement of 
whether the manuscript is accepted for pub-
lication, to the extent known by the Con-
tractor at the time of the disclosure; 

(vi) A statement indicating whether the 
subject invention is an exceptional cir-
cumstance subject invention, related to na-
tional security, or subject to a treaty or an 
international agreement, to the extent 
known or believed by Contractor at the time 
of the disclosure; 

(vii) All sources of funding by Budget and 
Resources (B&R) code; and 

(viii) The identification of any agreement 
relating to the subject invention, including 
Cooperative Research and Development 
Agreements and Work-for-Others agree-
ments. 

Unless the Contractor contends otherwise 
in writing at the time the invention is dis-
closed, inventions disclosed to DOE under 
this paragraph are deemed made in the man-
ner specified in Sections (a)(1) and (a)(2) of 42 
U.S.C. 5908. 

(2) Publication after disclosure. After disclo-
sure of the subject invention to the DOE, the 
Contractor shall promptly notify Patent 
Counsel of the acceptance for publication of 
any manuscript describing the subject inven-
tion or of any expected or on sale or public 
use of the subject invention, known by the 
Contractor. The Contractor shall obtain ap-
proval from Patent Counsel prior to any re-
lease or publication of information con-
cerning an exceptional circumstance subject 
invention or any subject invention related to 
a treaty or international agreement. 

(3) Election by the Contractor under an ad-
vance class waiver. If the Contractor has the 
right to elect to retain title to subject inven-
tions under an advance class waiver granted 
in accordance with subparagraph (b)(2) of 
this clause, and unless otherwise provided 
for by the terms of the advance class waiver, 
the Contractor shall elect in writing whether 
or not to retain title to any subject inven-
tion by notifying DOE within two (2) years of 
the date of the disclosure of the subject in-
vention to DOE, in accordance with subpara-
graph (c)(1) of this clause. The notification 
shall identify the advance class waiver, state 
the countries, including the United States, 
in which rights are retained, and certify that 
the subject invention is not an exceptional 
circumstance subject invention or subject to 
a treaty or international agreement. If a 
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publication, on sale or public use of the sub-
ject invention has initiated the 1-year statu-
tory period under 35 U.S.C. 102(b), the period 
for election may be shortened by DOE to a 
date that is no more than sixty (60) days 
prior to the end of the 1-year statutory pe-
riod. 

(4) Filing of patent applications by the Con-
tractor under an advance class waiver. If the 
Contractor has the right to retain title to a 
subject invention in accordance with an ad-
vance class waiver pursuant to subparagraph 
(b)(2) of this clause or a determination of 
greater rights pursuant to paragraph (b)(7) of 
this clause, and unless otherwise provided 
for by the terms of the advance class waiver 
or greater rights determination, the Con-
tractor shall file an initial patent applica-
tion claiming the subject invention to which 
it retains title either within one (1) year 
after the Contractor’s election to retain or 
grant of title to the subject invention or 
prior to the end of any 1-year statutory pe-
riod under 35 U.S.C. 102(b), whichever occurs 
first. Any patent applications filed by the 
Contractor in foreign countries or inter-
national patent offices shall be filed within 
either ten (10) months of the corresponding 
initial patent application or, if such filing 
has been prohibited by a Secrecy Order, 
within six (6) months from the date permis-
sion is granted by the Commissioner of Pat-
ents and Trademarks to file foreign patent 
applications. 

(5) Submission of patent information and doc-
uments. If the Contractor files a domestic or 
foreign patent application claiming a subject 
invention, the Contractor shall promptly 
submit to Patent Counsel the following in-
formation and documents: 

(i) The filing date, serial number, title, and 
a copy of the patent application (including 
an English-language version if filed in a lan-
guage other than English); 

(ii) An executed and approved instrument 
fully confirmatory of all Government rights 
in the subject invention; and 

(iii) The patent number, issue date, and a 
copy of any issued patent claiming the sub-
ject invention. 

(6) Contractor’s request for an extension of 
time. Requests for an extension of the time to 
disclose a subject invention, to elect to re-
tain title to a subject invention, or to file a 
patent application under subparagraphs 
(c)(1), (3), and (4) of this clause may be grant-
ed at the discretion of Patent Counsel or 
DOE. 

(7) Duplication and disclosure of documents. 
The Government may duplicate and disclose 
subject invention disclosures and all other 
reports and papers furnished or required to 
be furnished pursuant to this clause; pro-
vided, however, that any such duplication or 
disclosure by the Government is subject to 35 
U.S.C. 205 and 37 CFR part 40. 

(d) Conditions when the Government may ob-
tain title notwithstanding an advance class 
waiver—(1) Return of title to a subject inven-
tion. If the Contractor requests that DOE ac-
quire title or rights from the Contractor in a 
subject invention, including an exceptional 
circumstance subject invention, to which the 
Contractor retained title or rights under 
subparagraph (b)(2) or subparagraph (b)(7) of 
this clause, DOE may acquire such title or 
rights from the Contractor, or DOE may de-
cide against acquiring such title or rights 
from the Contractor, at DOE’s sole discre-
tion. 

(2) Failure to disclose or elect to retain title. 
Title vests in DOE and DOE may request, in 
writing, a formal assignment of title to a 
subject invention from the Contractor, and 
the Contractor shall convey title to the sub-
ject invention to DOE, if the Contractor 
elects not to retain title to the subject in-
vention under an advance class waiver, or 
the Contractor fails to disclose or fails to 
elect to retain title to the subject invention 
within the times specified in subparagraphs 
(c)(1) and (c)(3) of this clause. 

(3) Failure to file domestic or foreign patent 
applications. In those countries in which the 
Contractor fails to file a patent application 
within the times specified in subparagraph 
(c)(4) of this clause, DOE may request, in 
writing, title to the subject invention from 
the Contractor, and the Contractor shall 
convey title to the subject invention to DOE; 
provided, however, that if the Contractor has 
filed a patent application in any country 
after the times specified in subparagraph 
(c)(4) of this clause, but prior to its receipt of 
DOE’s written request for title, the Con-
tractor continues to retain title in that 
country. 

(4) Discontinuation of patent protection by 
the Contractor. If the Contractor decides to 
discontinue the prosecution of a patent ap-
plication, the payment of maintenance fees, 
or the defense of a subject invention in a re-
examination or opposition proceeding, in any 
country, DOE may request, in writing, title 
to the subject invention from the Con-
tractor, and the Contractor shall convey 
title to the subject invention to DOE. 

(5) Termination of advance class waiver. DOE 
may request, in writing, title to any subject 
inventions from the Contractor, and the Con-
tractor shall convey title to the subject in-
ventions to DOE, if the advance class waiver 
granted under subparagraph (b)(2) of this 
clause is terminated under paragraph (u) of 
this clause. 

(e) Minimum rights of the Contractor—(1) Re-
quest for a Contractor license. Except for sub-
ject inventions that the Contractor fails to 
disclose within the time periods specified at 
subparagraph (c)(1) of this clause, the Con-
tractor may request a revocable, nonexclu-
sive, royalty-free license in each patent ap-
plication filed in any country claiming a 
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subject invention and any resulting patent 
in which the Government obtains title, and 
DOE may grant or refuse to grant such a re-
quest by the Contractor. If DOE grants the 
Contractor’s request for a license, the Con-
tractor’s license extends to its domestic sub-
sidiaries and affiliates, if any, within the 
corporate structure of which the Contractor 
is a party and includes the right to grant 
sublicenses of the same scope to the extent 
the Contractor was legally obligated to do so 
at the time the contract was awarded. 

(2) Transfer of a Contractor license. DOE 
shall approve any transfer of the Contrac-
tor’s license in a subject invention, and DOE 
may determine that the Contractor’s license 
is non-transferrable, on a case-by-case basis. 

(3) Revocation or modification of a Contractor 
license. DOE may revoke or modify the Con-
tractor’s domestic license to the extent nec-
essary to achieve expeditious practical appli-
cation of the subject invention pursuant to 
an application for an exclusive license sub-
mitted in accordance with applicable provi-
sions in 37 CFR Part 404 and DOE licensing 
regulations. DOE may not revoke the Con-
tractor’s domestic license in that field of use 
or the geographical areas in which the Con-
tractor, its licensees or its domestic subsidi-
aries or affiliates have achieved practical ap-
plications and continues to make the bene-
fits of the invention reasonably accessible to 
the public. DOE may revoke or modify the 
Contractor’s license in any foreign country 
to the extent the Contractor, its licensees, or 
its domestic subsidiaries or affiliates failed 
to achieve practical application in that for-
eign country. 

(4) Notice of revocation or modification of a 
Contractor license. Before revocation or modi-
fication of the license, DOE shall furnish the 
Contractor a written notice of its intention 
to revoke or modify the license, and the Con-
tractor shall be allowed thirty (30) days from 
the date of the notice (or such other time as 
may be authorized by DOE for good cause 
shown by the Contractor) to show cause why 
the license should not be revoked or modi-
fied. The Contractor has the right to appeal 
any decision concerning the revocation or 
modification of its license, in accordance 
with applicable regulations in 37 CFR part 
404 and DOE licensing regulations. 

(f) Contractor action to protect the Govern-
ment’s interest—(1) Execution and delivery of 
title or license instruments. The Contractor 
agrees to execute or have executed, and to 
deliver promptly to DOE all instruments 
necessary to accomplish the following ac-
tions: 

(i) Establish or confirm the Government’s 
rights throughout the world in subject in-
ventions to which the Contractor elects to 
retain title; 

(ii) Convey title in a subject invention to 
DOE pursuant to subparagraph (b)(5) and 
paragraph (d) of this clause; or 

(iii) Enable the Government to obtain pat-
ent protection throughout the world in a 
subject invention to which the Government 
has title. 

(2) Contractor employee agreements. The Con-
tractor agrees to require, by written agree-
ment, its employees, other than clerical and 
nontechnical employees, to disclose prompt-
ly in writing to Contractor personnel identi-
fied as responsible for the administration of 
patent matters and in a format suggested by 
the Contractor, each subject invention made 
under this contract, and to execute all pa-
pers necessary to file patent applications 
claiming subject inventions or to establish 
the Government’s rights in the subject in-
ventions. This disclosure format shall at a 
minimum include the information required 
by subparagraph (c)(1) of this clause. The 
Contractor shall instruct such employees, 
through employee agreements or other suit-
able educational programs, on the impor-
tance of reporting inventions in sufficient 
time to permit the filing of patent applica-
tions prior to U.S. or foreign statutory bars. 

(3) Contractor procedures for reporting subject 
inventions to DOE. The Contractor agrees to 
establish and maintain effective procedures 
for ensuring the prompt identification and 
timely disclosure of subject inventions to 
DOE. The Contractor shall submit a written 
description of such procedures to the Con-
tracting Officer, upon request, for evaluation 
and approval of the effectiveness of such pro-
cedures by the Contracting Officer. 

(4) Notification of discontinuation of patent 
protection. With respect to any subject inven-
tion for which the Contractor has responsi-
bility for patent prosecution, the Contractor 
shall notify Patent Counsel of any decision 
to discontinue the prosecution of a patent 
application, payment of maintenance fees, or 
defense of a subject invention in a reexam-
ination or opposition proceeding, in any 
country, not less than thirty (30) days before 
the expiration of the response period for any 
action required by the corresponding patent 
office. 

(5) Notification of Government rights. With 
respect to any subject invention to which 
the Contractor has title, the Contractor 
agrees to include, within the specification of 
any United States patent application and 
within any patent issuing thereon claiming a 
subject invention, the following statement, 
‘‘This invention was made with Government 
support under (identify the contract) award-
ed by the United States Department of En-
ergy. The Government has certain rights in 
the invention.’’ 

(6) Avoidance of royalty charges. If the Con-
tractor licenses a subject invention, the Con-
tractor agrees to avoid royalty charges on 
acquisitions involving Government funds, in-
cluding funds derived through a Military As-
sistance Program of the Government or oth-
erwise derived through the Government, to 

VerDate Mar<15>2010 18:01 Nov 17, 2011 Jkt 223211 PO 00000 Frm 00564 Fmt 8010 Sfmt 8010 Q:\48\48V5.TXT ofr150 PsN: PC150



555 

Department of Energy 970.5227–12 

refund any amounts received as royalty 
charges on a subject invention in acquisi-
tions for, or on behalf of, the Government, 
and to provide for such refund in any instru-
ment transferring rights in the subject in-
vention to any party. 

(7) DOE approval of assignment of rights. 
Rights in a subject invention in the United 
States may not be assigned by the Con-
tractor without the approval of DOE. 

(8) Small business firm licensees. The Con-
tractor shall make efforts that are reason-
able under the circumstances to attract li-
censees of subject inventions that are small 
business firms, and may give a preference to 
a small business firm when licensing a sub-
ject invention if the Contractor determines 
that the small business firm has a plan or 
proposal for marketing the invention which, 
if executed, is equally as likely to bring the 
invention to practical application as any 
plans or proposals from applicants that are 
not small business firms; provided, the Con-
tractor is also satisfied that the small busi-
ness firm has the capability and resources to 
carry out its plan or proposal. The decision 
as to whether to give a preference in any spe-
cific case is at the discretion of the Con-
tractor. 

(9) Contractor licensing of subject inventions. 
To the extent that it provides the most effec-
tive technology transfer, licensing of subject 
inventions shall be administered by Con-
tractor employees on location at the facil-
ity. 

(g) Subcontracts—(1) Subcontractor subject 
inventions. The Contractor shall not obtain 
rights in the subcontractor’s subject inven-
tions as part of the consideration for award-
ing a subcontract. 

(2) Inclusion of patent rights clause—non- 
profit organization or small business firm sub-
contractors. Unless otherwise authorized or 
directed by the Contracting Officer, the Con-
tractor shall include the patent rights clause 
at 48 CFR 952.227–11, suitably modified to 
identify the parties, in all subcontracts, at 
any tier, for experimental, developmental, 
demonstration or research work to be per-
formed by a small business firm or domestic 
nonprofit organization, except subcontracts 
which are subject to exceptional cir-
cumstances in accordance with 35 U.S.C. 202 
and subparagraph (b)(5) of this clause. 

(3) Inclusion of patent rights clause—sub-
contractors other than non-profit organizations 
or small business firms. Except for the sub-
contracts described in subparagraph (g)(2) of 
this clause, the Contractor shall include the 
patent rights clause at 48 CFR 952.227–13, 
suitably modified to identify the parties and 
any applicable exceptional circumstance, in 
any contract for experimental, develop-
mental, demonstration or research work. 

(4) DOE and subcontractor contract. With re-
spect to subcontracts at any tier, DOE, the 
subcontractor and Contractor agree that the 

mutual obligations of the parties created by 
this clause constitute a contract between the 
subcontractor and DOE with respect to those 
matters covered by this clause; provided, 
however, that nothing in this paragraph is 
intended to confer any jurisdiction under the 
Contract Disputes Act in connection with 
proceedings under paragraph (j) of this 
clause. 

(5) Subcontractor refusal to accept terms 
of patent rights clause. If a prospective sub-
contractor refuses to accept the terms of a 
patent rights clause, the Contractor shall 
promptly submit a written notice to the 
Contracting Officer stating the subcontrac-
tor’s reasons for such refusal and including 
relevant information for expediting disposi-
tion of the matter; and the Contractor shall 
not proceed with the subcontract without 
the written authorization of the Contracting 
Officer. 

(6) Notification of award of subcontract. Upon 
the award of any subcontract at any tier 
containing a patent rights clause, the Con-
tractor shall promptly notify the Con-
tracting Officer in writing and identify the 
subcontractor, the applicable patent rights 
clause, the work to be performed under the 
subcontract, and the dates of award and esti-
mated completion. Upon request of the Con-
tracting Officer, the Contractor shall furnish 
a copy of a subcontract. 

(7) Identification of subcontractor subject in-
ventions. If the Contractor in the perform-
ance of this contract becomes aware of a sub-
ject invention made under a subcontract, the 
Contractor shall promptly notify Patent 
Counsel and identify the subject invention, 
with a copy of the notification and identi-
fication to the Contracting Officer. 

(h) Reporting on utilization of subject inven-
tions. Upon request by DOE, the Contractor 
agrees to submit periodic reports, no more 
frequently than annually, describing the uti-
lization of a subject invention or efforts 
made by the Contractor or its licensees or 
assignees to obtain utilization of the subject 
invention. The reports shall include informa-
tion regarding the status of development, 
date of first commercial sale or use, gross 
royalties received by the Contractor, and 
other data and information reasonably speci-
fied by DOE. Upon request by DOE, the Con-
tractor also agrees to provide reports in con-
nection with any march-in proceedings un-
dertaken by DOE, in accordance with para-
graph (j) of this clause. If any data or infor-
mation reported by the Contractor in accord-
ance with this provision is considered privi-
leged and confidential by the Contractor, its 
licensee, or assignee and the Contractor 
properly marks the data or information priv-
ileged or confidential, DOE agrees not to dis-
close such information to persons outside 
the Government, to the extent permitted by 
law. 
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(i) Preference for United States industry. Not-
withstanding any other provision of this 
clause the Contractor agrees that with re-
spect to any subject invention in which it re-
tains title, neither it nor any assignee may 
grant to any person the exclusive right to 
use or sell any subject invention in the 
United States unless such person agrees that 
any products embodying the subject inven-
tion or produced through the use of the sub-
ject invention will be manufactured substan-
tially in the United States. However, in indi-
vidual cases, DOE may waive the require-
ment for such an agreement upon a showing 
by the Contractor or its assignee that rea-
sonable but unsuccessful efforts have been 
made to grant licenses on similar terms to 
potential licensees that would be likely to 
manufacture substantially in the United 
States or that under the circumstances do-
mestic manufacture is not commercially fea-
sible. 

(j) March-In rights. With respect to any 
subject invention to which the Contractor 
has elected to retain or is granted title, DOE 
may, in accordance with the procedures in 
the DOE patent waiver regulations, require 
the Contractor, an assignee or exclusive li-
censee of a subject invention to grant a non-
exclusive, partially exclusive or exclusive li-
cense in any field of use to a responsible ap-
plicant or applicants, upon terms that are 
reasonable under the circumstances. If the 
Contractor, assignee or exclusive licensee re-
fuses such a request, DOE has the right to 
grant such a license itself if DOE determines 
that— 

(1) Such action is necessary because the 
Contractor or assignee has not taken, or is 
not expected to take within a reasonable 
time, effective steps to achieve practical ap-
plication of the subject invention in such 
field of use; 

(2) Such action is necessary to alleviate 
health or safety needs that are not reason-
ably satisfied by the Contractor, assignee, or 
their licensees; 

(3) Such action is necessary to meet re-
quirements for public use specified by gov-
ernment regulations and such requirements 
are not reasonably satisfied by the Con-
tractor, assignee, or licensees; or 

(4) Such action is necessary because the 
agreement to substantially manufacture in 
the United States and required by paragraph 
(i) of this clause has neither been obtained 
nor waived or because a licensee of the ex-
clusive right to use or sell any subject inven-
tion in the United States is in breach of such 
agreement. 

(k) Communications. The Contractor shall 
direct any notification, disclosure, or re-
quest provided for in this clause to the Pat-
ent Counsel identified in the contract. 

(l) Reports—(1) Interim reports. Upon DOE’s 
request, the Contractor shall submit to DOE, 
no more frequently than annually, a list of 

subject inventions disclosed to DOE during a 
specified period, or a statement that no sub-
ject inventions were made during the speci-
fied period; and/or a list of subcontracts con-
taining a patent clause and awarded by the 
Contractor during a specified period, or a 
statement that no such subcontracts were 
awarded during the specified period. The in-
terim report shall state whether the Con-
tractor’s invention disclosures were sub-
mitted to DOE in accordance with the re-
quirements of subparagraphs (f)(3) and (f)(4) 
of this clause. 

(2) Final reports. Upon DOE’s request, the 
Contractor shall submit to DOE, prior to 
closeout of the contract or within three (3) 
months of the date of completion of the con-
tracted work, a list of all subject inventions 
disclosed during the performance period of 
the contract, or a statement that no subject 
inventions were made during the contract 
performance period; and/or a list of all sub-
contracts containing a patent clause and 
awarded by the Contractor during the con-
tract performance period, or a statement 
that no such subcontracts were awarded dur-
ing the contract performance period. 

(m) Facilities License. In addition to the 
rights of the parties with respect to inven-
tions or discoveries conceived or first actu-
ally reduced to practice in the course of or 
under this contract, the Contractor agrees to 
and does hereby grant to the Government an 
irrevocable, nonexclusive, paid-up license in 
and to any inventions or discoveries regard-
less of when conceived or actually reduced to 
practice or acquired by the contractor at any 
time through completion of this contract 
and which are incorporated or embodied in 
the construction of the facility or which are 
utilized in the operation of the facility or 
which cover articles, materials, or products 
manufactured at the facility (1) to practice 
or have practiced by or for the Government 
at the facility, and (2) to transfer such li-
cense with the transfer of that facility. Not-
withstanding the acceptance or exercise by 
the Government of these rights, the Govern-
ment may contest at any time the enforce-
ability, validity or scope of, or title to, any 
rights or patents herein licensed. 

(n) Atomic energy—(1) Pecuniary awards. No 
claim for pecuniary award of compensation 
under the provisions of the Atomic Energy 
Act of 1954, as amended, may be asserted 
with respect to any invention or discovery 
made or conceived in the course of or under 
this contract. 

(2) Patent agreements. Except as otherwise 
authorized in writing by the Contracting Of-
ficer, the Contractor shall obtain patent 
agreements to effectuate the provisions of 
subparagraph (o)(1) of this clause from all 
persons who perform any part of the work 
under this contract, except nontechnical per-
sonnel, such as clerical employees and man-
ual laborers. 
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(o) Classified inventions—(1) Approval for fil-
ing a foreign patent application. The Con-
tractor shall not file or cause to be filed an 
application or registration for a patent dis-
closing a subject invention related to classi-
fied subject matter in any country other 
than the United States without first obtain-
ing the written approval of the Contracting 
Officer. 

(2) Transmission of classified subject matter. 
If in accordance with this clause the Con-
tractor files a patent application in the 
United States disclosing a subject invention 
that is classified for reasons of security, the 
Contractor shall observe all applicable secu-
rity regulations covering the transmission of 
classified subject matter. If the Contractor 
transmits a patent application disclosing a 
classified subject invention to the United 
States Patent and Trademark Office 
(USPTO), the Contractor shall submit a sep-
arate letter to the USPTO identifying the 
contract or contracts by agency and agree-
ment number that require security classi-
fication markings to be placed on the patent 
application. 

(3) Inclusion of clause in subcontracts. The 
Contractor agrees to include the substance 
of this clause in subcontracts at any tier 
that cover or are likely to cover subject mat-
ter classified for reasons of security. 

(p) Examination of records relating to inven-
tions—(1) Contractor compliance. Until the ex-
piration of three (3) years after final pay-
ment under this contract, the Contracting 
Officer or any authorized representative may 
examine any books (including laboratory 
notebooks), records, and documents and 
other supporting data of the Contractor, 
which the Contracting Officer or authorized 
representative deems reasonably pertinent 
to the discovery or identification of subject 
inventions, including exceptional cir-
cumstance subject inventions, or to deter-
mine Contractor (and inventor) compliance 
with the requirements of this clause, includ-
ing proper identification and disclosure of 
subject inventions, and establishment and 
maintenance of invention disclosure proce-
dures. 

(2) Unreported inventions. If the Contracting 
Officer is aware of an invention that is not 
disclosed by the Contractor to DOE, and the 
Contracting Officer believes the unreported 
invention may be a subject invention, DOE 
may require the Contractor to submit to 
DOE a disclosure of the invention for a de-
termination of ownership rights. 

(3) Confidentiality. Any examination of 
records under this paragraph is subject to 
appropriate conditions to protect the con-
fidentiality of the information involved. 

(4) Power of inspection. With respect to a 
subject invention for which the Contractor 
has responsibility for patent prosecution, the 
Contractor shall furnish the Government, 
upon request by DOE, an irrevocable power 

to inspect and make copies of a prosecution 
file for any patent application claiming the 
subject invention. 

(q) Patent functions. Upon the written re-
quest of the Contracting Officer or Patent 
Counsel, the Contractor agrees to make rea-
sonable efforts to support DOE in accom-
plishing patent-related functions for work 
arising out of the contract, including, but 
not limited to, the prosecution of patent ap-
plications, and the determination of ques-
tions of novelty, patentability, and 
inventorship. 

(r) Educational awards subject to 35 U.S.C. 
212. The Contractor shall notify the Con-
tracting Officer prior to the placement of 
any person subject to 35 U.S.C. 212 in an area 
of technology or task (1) related to excep-
tional circumstance technology or (2) any 
person who is subject to treaties or inter-
national agreements as set forth in para-
graph (b)(6) of this clause or to agreements 
other than funding agreements. The Con-
tracting Officer may disapprove of any such 
placement. 

(s) Annual appraisal by Patent Counsel. Pat-
ent Counsel may conduct an annual ap-
praisal to evaluate the Contractor’s effec-
tiveness in identifying and protecting sub-
ject inventions in accordance with DOE pol-
icy. 

(t) Publication. The Contractor shall re-
ceive approval from Patent Counsel prior to 
releasing or publishing information regard-
ing scientific or technical developments con-
ceived or first actually reduced to practice 
in the course of or under this contract, to en-
sure such release or publication does not ad-
versely affect the patent rights of DOE or 
the Contractor. 

(u) Termination of contractor’s advance class 
waiver. If a request by the Contractor for an 
advance class waiver pursuant to subpara-
graph (b)(2) of this clause or a determination 
of greater rights pursuant to paragraph (c) of 
this clause contains false material state-
ments or fails to disclose material facts, and 
DOE relies on the false statements or omis-
sions in granting the Contractor’s request, 
the waiver or grant of any Government 
rights (in whole or in part) to the subject in-
vention(s) may be terminated at the discre-
tion of the Secretary of Energy or designee. 
Prior to termination, DOE shall provide the 
Contractor with written notification of the 
termination, including a statement of facts 
in support of the termination, and the Con-
tractor shall be allowed thirty (30) days, or a 
longer period authorized by the Secretary of 
Energy or designee for good cause shown in 
writing by the Contractor, to show cause for 
not terminating the waiver or grant. Any 
termination of an advance class waiver or a 
determination of greater rights is subject to 
the Contractor’s license as provided for in 
paragraph (f) of this clause. 
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(End of clause) 

Alternate 1 Weapons Related Subject 
Inventions. As prescribed at 970.2703– 
2(g), insert the following as subpara-
graphs (a)(9)and (b)(10), respectively: 

(a) Definitions. (9) Weapons Related Subject 
Invention means any subject invention con-
ceived or first actually reduced to practice 
in the course of or under work funded by or 
through defense programs, including Depart-
ment of Defense and intelligence reimburs-
able work, or the Naval Nuclear Propulsion 
Program of the Department of Energy or the 
National Nuclear Security Administration. 

(b) Allocation of Principal Rights. (10) Weap-
ons related subject inventions. Except to the 
extent that DOE is solely satisfied that the 
Contractor meets certain procedural require-
ments and DOE grants rights to the Con-
tractor in weapons related subject inven-
tions, the Contractor does not have a right 
to retain title to any weapons related sub-
ject inventions. 

(End of alternate) 

[65 FR 81009, Dec. 22, 2000, as amended at 67 
FR 48571, July 25, 2002] 

970.5228–1 Insurance—litigation and 
claims. 

As prescribed in 970.2803–2, insert the 
following clause: 

INSURANCE—LITIGATION AND CLAIMS (AUG 
2009) 

(a) The Contractor may, with the prior 
written authorization of the Contracting Of-
ficer, and shall, upon the request of the Gov-
ernment, initiate litigation against third 
parties, including proceedings before admin-
istrative agencies, in connection with this 
contract. The Contractor shall proceed with 
such litigation in good faith and as directed 
from time to time by the Contracting Offi-
cer. 

(b) The Contractor shall give the Con-
tracting Officer immediate notice in writing 
of any legal proceeding, including any pro-
ceeding before an administrative agency, 
filed against the Contractor arising out of 
the performance of this contract. Except as 
otherwise directed by the Contracting Offi-
cer, in writing, the Contractor shall furnish 
immediately to the Contracting Officer cop-
ies of all pertinent papers received by the 
Contractor with respect to such action. The 
Contractor, with the prior written authoriza-
tion of the Contracting Officer, shall proceed 
with such litigation in good faith and as di-
rected from time to time by the Contracting 
Officer. 

(c)(1) Except as provided in paragraph (c)(2) 
of this clause, the Contractor shall procure 

and maintain such bonds and insurance as 
required by law or approved in writing by 
the Contracting Officer. 

(2) The Contractor may, with the approval 
of the Contracting Officer, maintain a self- 
insurance program; provided that, with re-
spect to workers’ compensation, the Con-
tractor is qualified pursuant to statutory au-
thority. 

(3) All bonds and insurance required by 
this clause shall be in a form and amount 
and for those periods as the Contracting Offi-
cer may require or approve and with sureties 
and insurers approved by the Contracting Of-
ficer. 

(d) The Contractor agrees to submit for the 
contracting officer’s approval, to the extent 
and in the manner required by the Con-
tracting Officer, any other bonds and insur-
ance that are maintained by the Contractor 
in connection with the performance of this 
contract and for which the Contractor seeks 
reimbursement. If an insurance cost (wheth-
er a premium for commercial insurance or 
related to self-insurance) includes a portion 
covering costs made unallowable elsewhere 
in the contract, and the share of the cost for 
coverage for the unallowable cost is deter-
minable, the portion of the cost that is oth-
erwise an allowable cost under this contract 
is reimbursable to the extent determined by 
the Contracting Officer. 

(e) Except as provided in subparagraphs (g) 
and (h) of this clause, or specifically dis-
allowed elsewhere in this contract, the Con-
tractor shall be reimbursed— 

(1) For that portion of the reasonable cost 
of bonds and insurance allocable to this con-
tract required in accordance with contract 
terms or approved under this clause; and 

(2) For liabilities (and reasonable expenses 
incidental to such liabilities, including liti-
gation costs) to third persons not com-
pensated by insurance or otherwise without 
regard to and as an exception to the clause 
of this contract entitled, ‘‘Obligation of 
Funds.’’ 

(f) The Government’s liability under para-
graph (e) of this clause is subject to the 
availability of appropriated funds. Nothing 
in this contract shall be construed as imply-
ing that the Congress will, at a later date, 
appropriate funds sufficient to meet defi-
ciencies. 

(g) Notwithstanding any other provision of 
this contract, the Contractor shall not be re-
imbursed for liabilities (and expenses inci-
dental to such liabilities, including litiga-
tion costs, counsel fees, judgment and settle-
ments)— 

(1) Which are otherwise unallowable by law 
or the provisions of this contract; or 

(2) For which the Contractor has failed to 
insure or to maintain insurance as required 
by law, this contract, or by the written di-
rection of the Contracting Officer. 
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